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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Application Serial No. 85/046,798
Mark: SHAGBOOK
Published: January 25, 2011

FACEBOOK, INC.,

Opposer,
V. OppositionNo. 91200221

SNRGVENTURES LLC,

w W W W W W W W W W

Applicant.

APPLICANT’'S ANSWER TO OPPOSER’S
NOTICE OF OPPOSITION AND COUNTERCLAIMS

SNRG Ventures, L.L.C. (“Applicantanswers the Notice of Opposition filed by
Facebook, Inc. as follows:

1. With respect to paragraph 1 of thetde of Opposition, Applicant denies the
allegation that FACEBOOK is highldistinctive as it is a generic term. With regard to the
remaining allegations of paragraph 1, Applicanwithout information or knowledge sufficient
to form a belief as to the truth of thitegations, and therefore, denies same.

2. With respect to paragraph 2 of thetde of Opposition, Applicant denies that
any U.S. registrations for the mark FACEBOOI¢ &alid. Applicant is without information or
knowledge sufficient to form a belief as to thathrof the remaining allegations, and therefore,

denies same.
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3. With respect to paragraph 3 of thetie of Opposition, Applicant denies that
any of the registrations attached are valighplicant is without information or knowledge
sufficient to form a belief as to the truth of tleenaining allegations, artlerefore, denies same.

4. With respect to paragraph 4 of thetide of Opposition, Applicant denies that
Opposer has common law rightstie FACEBOOK mark. Applicans without information or
knowledge sufficient to form a belief as to thathrof the remaining allegations, and therefore,
denies same.

5. With respect to paragraph 5 of thete of Opposition, Applicant denies the
allegations therein.

6. With respect to paragraph 6 of the Netiof Opposition, Applicant admits that it
uses the mark SHAGBOOK in connection watffiering dating services at the website

http://www.shagbook.comApplicant denies the remaining allegations of paragraph 6.

7. With respect to paragraph 7 of thetlde of Opposition, Applicant admits that it
uses the SHAGBOOK mark in connection wiffecing and promoting its online dating service
and that the documents attached Exhibit C appear to be traed correct copies of the home
page and other pages from shagbook.com.liéqm denies the remaining allegations of
paragraph 7.

8. With respect to paragraph 8 of the Metiof Opposition, Applicant admits that the
allegations therein accurately describe the mgtsen of services identified in Applicant’s
application, that the applicatiamas filed May 24, 2010 in the UniteStates and that a true and
correct copy the online status page for the apjpbicas attached as ExhtlD. Applicant denies

the remaining allegations of paragraph 8.
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9. With respect to paragraph 9 of the Notice of Opposition, Applicant admits the
allegations therein.

10.  With respect to paragraph 10 of the Metbf Opposition, Applicant incorporates
by reference paragraphs 1 through 9 above.

11.  With respect to paragraph 11 of the Notice of Opposition, Applicant is without
information or knowledge sufficient to form alie¢ as to the truth of the allegations, and
therefore, denies same.

12.  With respect to paragraph 12 of the Notice of Opposition, Applicant denies the
allegations therein.

13.  With respect to paragraph 13 of the Notice of Opposition, Applicant denies the
allegations therein.

14.  With respect to paragraph 14 of the NMetbdf Opposition, Applicant admits that it
offers its dating services via the internet anchislthat Opposer offers its services via the
internet. Applicant denies themaining allegations of paragraph 14.

15.  With respect to paragraph 15 of the Metbdf Opposition, Applicant admits that a
true and correct copy of the specimen submitiedpplicant to the USPTO is attached as
Exhibit E. Applicant denies themaining allegations of paragraph 15.

16.  With respect to paragraph 16 of the Notice of Opposition, Applicant denies the
allegations therein.

17.  With respect to paragraph 17 of thetide of Opposition, Applicant admits the

allegations therein.
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18.  With respect to paragraph 18 of the Metbdf Opposition, Applicant admits that
Opposer has no control over the nature and tyualithe servicesféered by Applicant.

Applicant denies the remanyg allegations of paragraph 18.

19.  With respect to paragraph 19 of the Notice of Opposition, Applicant denies the
allegations therein.

20. With respect to paragraph 10 of thetide of Opposition, Applicant incorporates
by reference paragraphs 1 through 19 above.

21.  With respect to paragraph 21 of the Notice of Opposition, Applicant denies the
allegations therein.

22.  With respect to paragraph 22 of the Notice of Opposition, Applicant is without
information or knowledge sufficient to form alie¢ as to the truth of the allegations, and
therefore, denies same.

23.  With respect to paragraph 23 of the Notice of Opposition, Applicant is without
information or knowledge sufficient to form alie¢ as to the truth of the allegations, and
therefore, denies same.

24.  With respect to paragraph 24 of the Notice of Opposition, Applicant is without
information or knowledge sufficient to form alieé as to the truth of the allegations, and
therefore, denies same.

25.  With respect to paragraph 25 of the Notice of Opposition, Applicant is without
information or knowledge sufficient to form alieé as to the truth of the allegations, and
therefore, denies same.

26.  With respect to paragraph 26 of the Notice of Opposition, Applicant denies that

the marks became famous before SNRG begarg the SHAGBOOK mark in United States
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commerce. Applicant is without information larowledge sufficient to form a belief as to the
truth of the remaining allegationand therefore, denies same.

27.  With respect to paragraph 27 of the Notice of Opposition, Applicant denies the
allegations therein.

28.  With respect to paragraph 28 of the Netof Opposition, Applicant admits that
one definition of “Shag” is “to have sexual intercourse with.” Applickenies the remaining
allegations of paragraph 28.

29.  With respect to paragraph 29 of the Netof Opposition, Applicant admits that it
offers online dating services under the SHAGEBOmMark. Applicant denies the remaining
allegations of paragraph 29.

30.  With respect to paragraph 30 of the Netof Opposition, Applicant admits that

members of the dating servicevatw.shagbook.comre allowed to post photographs of

themselves. Applicant denies thenagning allegations of paragraph 30.

31. With respect to paragraph 31 of the Notice of Opposition, Applicant denies the
allegations therein.

32.  With respect to paragraph 32 of the Notice of Opposition, Applicant denies the
allegations therein.

33.  With respect to paragraph 33 of the Notice of Opposition, Applicant denies the
allegations therein.

34. Any allegations within the Notice ofg@position not already specifically admitted

or denied herein, are hereby denied.
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FIRST AFFIRMATIVE DEFENSE

35.  Opposer does not have the exclusive righise the term “facebook” because the
primary significance of the term is an indicatmiithe nature or class of the product or service
provided by Opposer and is notianicator of source. Therta was in common use in the
English language well before Opposer began usiagerm in connectionith its services. The
term is used generically by many members ofpiliglic and by a wide variety of organizations.
Because the term “facebook” was used by manygsadiescriptively and generically well before
Opposer’s date of first use of the term, the texigeneric and incapabddg trademark protection
under the laws of the United States.

SECOND AFFIRMATIVE DEFENSE

36. Opposer’s opposition should be denied under the equitable doctrine of unclean
hands. Opposer has engaged in trademarksenignd trademark bullying by abusively using
oppositions, litigation, and threats of the samm#&intain a competitive market advantage. For
these reasons as well as those outlined in Applicant’s counterclaims below, the opposition should
be denied.

THIRD AFFIRMATIVE DEFENSE

37. Inthe alternative, assung Opposer does have rights in the term FACEBOOK
and assumingrguendo that Opposer’s marks were calledmind by consumer’s of Applicant’s
dating services, the consumers wbhbhave understood such referetmde a parody, said parody
authorized by the First Amendment to the Uthi8ates Constitution, and therefore, there is no

tarnishment or dilution.
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FOURTH AFFIRMATIVE DEFENSE

38.  Opposer’'s mark does not qualify for adtiution protection of the Lanham Act
because the term FACEBOOK is highly diluted athg by others using identical or very similar
marks, including numerous uses of the tebodk” in connection with online networking and
dating websites.

FIFTH AFFIRMATIVE DEFENSE

39. On information and belief, Opposer hasiates made public statements that its
website at facebook.com is not a dating site arfddhhas removed individuals from the site
upon discovering that said individadhad been using the sitea&dating site” to meet new
people for sexual encounters. Thus, Opposauldibe estopped from arguing that it provides
services that are the same as or related to the services provided by Applicant.

SIXTH AFFIRMATIVE DEFENSE

40. There is no likelihood of confusion betwegpplicant’'s proposed mark and the
mark cited by Opposer even reading the dpg8on of Applicant’s services broadly.
Alternatively, Applicant is onlysing the mark in connection with its online dating related
services, and as such, theradaslikelihood of confusin with respect to thactual services
provided by Applicant as Opposer does provide onlinalating services.

SEVENTH AFFIRMATIVE DEFENSE

41.  All of the pertinent registrations cited by Opposeatiagt the registration of
Applicant’s mark should be canceled, or in #dfiernative, restricted to goods and services
related to the services actually provided kgp@ser, namely an online directory for social

networking.
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EIGHTH AFFIRMATIVE DEFENSE

42. In addition to numerous uses by third pest Opposer has actually used the term

“facebook” in a generic sense, and is estogpem now claiming that it is not generic.

COUNTERCLAIMS

Applicant, as a result of the overreachingiils by Opposer, has been and will continue
to be damaged by the continued registratiothefmarks shown in United State Registration
Nos. 3,041,791, 3,122,052, 3,801,147, 3,814,888, 3,881,770, and 3,734,637 and hereby brings
these counterclaims seeking cdlat®n of these registrationgAs grounds, Applicant alleges as
follows:

HISTORY OF “FACEBOOK”

1. Books containing pictures of the mbers of an organization along with
biographical information have been in existence for many decades. Organizations such as
college fraternities and sororities, among otheave historically provided such books to
encourage the networking of individuals vifitlthe organization by making it easier for the
individuals within theorganization to make contact with other members. The books also
allowed an easy way for a member to identify another member with whom he or she recently
became acquainted.

2. With the advent of the internet, orgaaiions began to replace the printed books
with online books. Such books inclutisearch capabilities to allousers to search the database
by first or last name, for example.

3. In 2003, many different organizationsvarious universities and colleges around

the country had online books for the organizatiat th most cases, although not all, were only
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meant to be accessible by the members of thecésp organizations. At that time, these online
books were commonly referred to by students asministrative persoehas “facebooks.”
Another term used in the pastdescribe these books wasdk book.” The relevant consuming
public thus considered the tefacebook to be a generic teanthe time Opposer and/or its
predecessor in interest first begamgsithefacebook” to identify its services.

4, On information and belief, durinthe 2003-2004 school year at Harvard
University, students began to talk about the need for a “universal face book within Harvard.”
Mark Zuckerberg, the CEO of Opposer, was thestudent at Harvardat that time, the
University had made plans to create a “Harvard facebook” and had every intention of completing
the facebook by the end of the spring semester of 2004.

5. On information and belief, Mr. Zuckerberg decided he did not want to wait for the
university to create a faceboolastead, he launched “thefaceboak website in February of
2004. The website allowed onlydiriduals with a Harvard email address to upload their
pictures, personal information, and academicrmfition. The site also allowed these students
to search for other people in their classesrtcourage the formatiaf friendships and study
groups.

6. Even before the introduction of “thefacebook.com” website by Mr. Zuckerberg,
however, students have historically used pdraed online facebooks tesst in locating other
students that may be in their classes. ihtreduction of “thefackook.com” website helped
move at least a portion ofighsocial networking from #hreal world where students
communicated in person or oveettelephone, to an online world where the computer is used as

a means of communication.
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7. On information and belief, at leastearly as September 2003, Think Computer
Corporation began using the termACEBOOK,” “FACE BOOK,” “UNIVERSAL
FACEBOOK,” and “FACENET” inconjunction with a unique compartsoftware application at
Harvard University used to provide on-line infwation services featumgninformation regarding,
and in the nature of, collegiate life, classifs, virtual communities, and social networking.

8. On information and belief, Aaron Gresgan, the CEO of Think Computer, and
Mark Zuckerberg, the CEO of Opger, were simultaneously enrolled at Harvard University in
2003 and 2004, and further were enrolled togdathan independent study computer science
course in the spring of 2004.

9. On information and belief, Mr. Zuckengewas a user of Think Computer’s
facebook software applicatioma@without Applicant’s permissn or consent, he reverse
engineered the software taeate his own software appligat that he implemented at
thefacebook.com, and which he referred taH®ysame name and publicized without Think
Computer’s involvement. Mr. Zikerberg did all of thisvhile communicating with Mr.
Greenspan on a regular basis.

10.  Oninformation and belief, the nameTiink Computer’s software application
was chosen because universities nationwide kad hsing the term “facebook” to refer to the
directories (whether printed online) of the members of an organization. On information and
belief, the term “facebook” was also adopted bgpoocations to describemployee directories,
as well. These circumstances formed the basis of a trademark dispute between Think Computer
and Opposer beginning in 2008.

11. Oninformation and belief, Think Cqrater and Opposer reached a settlement

agreement in May, 2009 concerning Think Corepsttwo Petitions to Cancel Opposer’s
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FACEBOOK and THEFACEBOOK trademarks (Cancellation Nos. 92049206 and 92050675).
The TTAB never reached a decision on the mefithese two cancellation proeceedings.
Despite reaching a settlement, Think Computer and Opposer are now involved in another
trademark dispute in which Opposer has oppdseak Computer’s appletion for registration

of FACEMAIL.

12.  Opposer is well-known as a “trademark pul\With billions of dollars in outside
investment, Opposer appears to considecthet system, the United States Patent and
Trademark Office and the TTAB within it to lo@thing more than tools it can use to fend off
potential competitive threats before they actually materialize.

13. Opposer has filed unjustified trachark litigation against Lamebook LLC,
Teachbook.com LLC, Femillionaires LLC, Vision Promotions, Inc., and many others for the
independent use of the common words “faced ‘@wook,” to which Opposer owns no legal
rights whatsoever in the Uniteda®s of America. Yet, on information and belief, Opposer has
never used the word “book” in the context dfademark apart from the word “face” nor has it
used the word “face” in the context of a trademark apart from the word “book.”

14.  Opposer’s attempts to enforce its allégights are arbitrary and inconsistent.
Opposer has never contested to use of the BXBBEK mark by Harvard Urersity or any other
educational institution, when such institutiarse the mark to describe the same goods and
services as those provided by Opposer.

15. Widespread uses of the words “face” and “book” in trademarks registered with
the United States Patent and Trademark Offieedate Opposer’s existee by decades. There

are even trademark registratiadhat use the word “book” whicalso cover online services for
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dating and social networking. Examples offsvegistrations inclde MY YEARBOOK, HOOK
BOOK, WEBOOK, and BOOKOFMATCHES.COM.

16. Opposer has no evidence of any actual confusion by consumers caused by
Applicant’s use of the SHAGBOOK mark.

OPPOSER’S HISTORY OF TRADEMARK FILINGS

17.  Oninformation and belief, on obaut February 24, 2005, Opposer filed an
application for registration of THEFACEBOOtOvering, as later amded, the services of
“providing an online directory formation service featuring infmation regarding, and in the
nature of, collegiate life, classifieds, virt@mmunity and social m&orking” and “providing
online chat rooms for registered users forgraission of messages concerning collegiate life,
classifieds, virtual communityna social networking.” In thapplication, Opposer alleged a
date of use “at least as early as 02/04/20%registration issued for THEFACEBOOK as
Registration No. 3,041,791. Subsequently, oalmut July 11, 2006, Opposer requested
amendment of the registration from THEFBBOOK to FACEBOOK, claiming the deletion of
the article “THE” to be an “extremely minimal” alteration.

18.  On information and belief, on or abdegbruary 24, 2005, the same day that the
application for THEFACEBOOK was filed, Oppodéed an applicatin for registration of
FACEBOOK on an “intent to use” basis covayiidentical services as the THEFACEBOOK
application of the same date. Subsedjyenn or about Aprik8, 2006, Opposer filed a
statement of use stating that the mark was énimisnterstate commeree least as early as
November 16, 2004.

19.  Up until at least August of 2005, Opposeed the mark THEFACEBOOK to

identify the services provided at the “theebook.com” websitenal not FACEBOOK. On
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information and belief, Mr. Zuckerberg chd3dnefacebook” as the name of “thefacebook.com”
website to distinguish the site from other facebdbks were already in existence at the time he
started “thefacebook.com” website.

20.  On information and belief, on or about August of 2005, Opposer purchased the
domain “facebook.com” and changed the name of the website to “facebook” from
“Thefacebook” sometime thereafter. Prior&ogust of 2005, Opposer had always used
THEFACEBOOK as the name of the website.

21.  Opposer has filed numerous other appiazs for registration of FACEBOOK,
while alleging in many instances that serviced/angoods were being @vided under this mark
at least as early as February of 2004. Ogiposer was using the mark THEFACEBOOK to
identify all of its goods and services at that time.

22.  On information and belief, Opposer has recognized the merits of arguments by
third parties that the ten “facebook” is a generic term whesed in connection with printed and
online directories. As a result, Opposes teken the strategy of filing numerous other
applications covering variousrs&es described in a way th@pposer can argue that the
FACEBOOK mark is not generic &sthese other services. Yet all of these services identified
by Opposer are provided in conrieatwith the same website th@pposer uses to provide its
online directory of people. And all of these services are closely reétatbd primary service
being provided by Opposer ingliield of social networkingThus, Opposer should be estopped
from arguing that these other services are sordiftefrom the services of providing an online

directory of people so as tonger the term “facebook” non-generic.
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Count 1
U.S. Trademark Registration No. 3,041,791

23.  Applicant incorporates by reference mgaphs 1-22 above as if fully set forth
herein.

24.  Opposer filed Application Serial No. 78/574,726 for the mark THEFACEBOOK
on a use basis on February 24, 2005, claiming addditst use and a date of first use in
commerce of February 4, 2004, for the followsw®gvices: “providig online directory
information services featuring information regjag, and in the nature of, collegiate life,
classifieds, virtual community and social netking” in InternationaClass 35 and “providing
online chat rooms for registered users forgraission of messages concerning collegiate life,
classifieds, virtual community and socratworking” in International Class 38.

25.  On February 18, 2005, Sean Parkeeniified as the “President” of
THEFACEBOOK, Inc., signed his nhame to a deafien filed with the application for trademark
Serial No. 78,574,726. The declaration reads, inrert part, “he/she believes applicant to be
entitled to use such mark in commerce; to the best of his/her laigevéend belief no other
person, firm, corporation, or association has thbktrio use the mark in commerce, either in the
identical form thereof or in such near resemb&athereto as to be likely, when used on or in
connection with the goods/serviaafssuch other person, to causfusion, or to cause mistake,
or to deceive.”

26.  Applicant knew, on the date the declavativas signed, and before, that the term
“facebook” was already in use bymarous organizations, and thenef knew, that it had falsely
stated that “no other person, firm, corporationaggociation” had the right to use the mark in
commerce in a manner in which was to be likely “when used on or in connection with the

goods/services of such other person, to cause confusi to cause mistake, or to deceive.” At
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the time the declaration was signed and endiéite Applicant began providing services on
“thefacebook.com” website, numerooigyanizations were alreadging the term “facebook” to
refer to services similar or identical to thosentified by Applicant in ta trademark application.

27. On information and belief, Sean Parker and another officer of Opposer, had been
communicating directly and repeaty with Think Computer a ¥ weeks prior to February 18,
2005 regarding the resemblance of Think @ater’s product and Opposer’s product, the
possibility of confusion betweehe products, and Think Comptigeprior rights to various
intellectual property claims in connemti with the product named “The Facebook.”

28. The specimen submitted by Opposer to the United States Patent and Trademark
Office on February 24, 2005 witts application to registehe mark makes no mention of
“classifieds” or “providing online chat rooms faggistered users for transmission of messages.”

29.  Opposer did not use the mark FACEBR or the mark THEFACEBOOK in
connection with “classifieds” or “providingnline chat rooms for registered users for
transmission of messages” on or before February 4, 2004.

30. Opposer never provided any of the servicsed in its application on or before
February 4, 2004 in interstate commerce. Ondh#t, Opposer only offered services to a limited
number of people at Harvard Unividysand not in interstate commerce.

31. Opposer did not use the mark FACEBOOK February 4, 2004 or for a period of
time thereafter. Instead, Opposer used the MBIKFACEBOOK. The original application filed
on February 24, 2005, the specimen submitteckthiéin and the original certificate of
registration demonstrates that Opgogsed the mark THEFACEBOOK.

32.  Opposer adopted the mark THEFACEBOOK rather than FACEBOOK to

distinguish its services from silar goods and services offerbg Harvard University and other
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organizations using the tertffacebook.” A number of organations before February 4, 2004
routinely published directoriesahwere referred to as a “facebook” to help people identify
others at the organization. For example, such ba@ke used to helpwsdents and faculty search
for people at the school, find out who is in atjgatar class, look up frieds of friends and see
pictures of people in student’s social network.

33.  Many such organizations that had pufdid a “facebook” in print form for years
were, by February 4, 2004, also publishing tHéseebooks” online or wera the process of
doing so.

34. On or about July 13, 2006, Opposer filgith the U.S. Patent and Trademark
Office a request to amend the mark coddrg the registration from THEFACEBOOK to
FACEBOOK.

35.  Opposer asserted in its regtieo amend the mark that:

“This amendment is proper under 3F®R. § 2.173 (a) because it does not
materially alter the mark in that it only deletes the insignificant definite article
“THE” from the mark. As such, the modified mark contains the complete essence
of the original mark and creategthiame exact commercial impression.”
Opposer’s request to amend the mark also detradas Opposer never told the U.S. Patent and
Trademark Office about others using the terat&book” in connection with related goods and
services and that the mark THEFACEBOOK waiglinally adopted to distinguish Opposer’s
services from the goods and servicesreffidoy others usinthe term “facebook.”
36. Infiling its request to amend the ma@pposer withheld material information
from the U.S. Patent Trademark Office.
37. Opposer has misrepresented the nabfiress use in commerce of the mark

THEFACEBOOK on the dates claimed in thgphcation and at the time it submitted its

application, and Opposer misrepresented when such use in commerce began in its application.
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Opposer also withheld information matetialits request to amend the mark from
THEFACEBOOK to FACEBOOK. @poser has attempted to procure and then amend its
registration of the FACEBOOKhark by false means and/or kigowingly and willingly making
false and/or fraudulent declamatis or representations to theitdd States Patent and Trademark
Office. Such false statements were made thighintent to induce authorized agents of the
United States Patent and TradekOffice to grant and then @md U.S. Trademark Registration
No. 3,041,791.

38. Inview of Opposer’s conduct, Regiation No. 3,041,791 should be cancelled.

39. Opposer is asserting in this oppositimoceeding its fraudulently procured
registration as a basis for denying Applicant the registration it seeks for the mark SHAGBOOK,
all to the injury and damage of Applicant.

Count 2
U.S. Trademark Registration No. 3,122,052

40. Applicant incorporates by reference mgaphs 1-39 above as if fully set forth
herein.

41.  Opposer filed Application Seriald\ 78/574,730 for the mark FACEBOOK on an
intent to use basis on February 24, 2005. Aftezradment, the applicatn was allowed with the
following services identified: “providing aonline directory information service featuring
information regarding, and in the nature of, agiiee life, classifieds, virtual community and
social networking” and “providig online chat rooms for registered users for transmission of
messages concerning collegiafe,liclassifieds, virtual commitg and social networking.”

42.  On or about April 28, 2006, Opposer filacdtatement of use alleging a date of

first use at least as early as November 16, 200the services identified above. Opposer did

ANSWERTO NoOTICE OF OPPOSITION
DockeTNo. GSNRG.00701 Pader



not use the mark FACEBOOK in connection wittyaf its services untit least as late as
August of 2005.

43.  The specimen submitted by Opposer to the United States Patent and Trademark
Office on April 28, 2006 makes no mention of “clfissls” or “providing online chat rooms for
registered users for transmission of messages.”

44.  Opposer did not use the mark FACEBR or the mark THEFACEBOOK in
connection with “classifieds” or “providingnline chat rooms for registered users for
transmission of messages” on or before November 16, 2004.

45.  Opposer adopted the mark THEFACEBOOK rather than FACEBOOK to
distinguish its services from silar goods and services offerbg Harvard University and other
organizations using the term “facebook.”

46. On February 18, 2005, Sean Parkeeniified as the “President” of
THEFACEBOOK, Inc., signed his name to a deafimn filed with the application for trademark
Serial No. 78,574,730. The declaration reads, inrpart part, “he/she believes applicant to be
entitled to use such mark in commerce; to the best of his/her kahgevénd belief no other
person, firm, corporation, or association has thktrio use the mark in commerce, either in the
identical form thereof or in such near resembkathereto as to be likely, when used on or in
connection with the goods/serviagfssuch other person, to causmfusion, or to cause mistake,
or to deceive.”

47.  Applicant knew, on the date the declavativas signed, and before, that the term
“facebook” was already in use bymarous organizations, and therefore knew, that falsely stated
that “no other person, firm, corporation, or association” had the right to use the mark in

commerce in a manner in which was to be likely “when used on or in connection with the
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goods/services of such other person, to cause confusi to cause mistake, or to deceive.” At
the time the declaration was signed and endiéite Applicant began providing services on
“thefacebook.com” website, numerooigyanizations were alreadging the term “facebook” to
refer to services similar or identical to thosentified by Applicant in ta trademark application.

48. Oninformation and belief, Sean Parkad another officer of Opposer, had been
communicating directly and repeaty with Think Computer a ¥ weeks prior to February 18,
2005 regarding the resemblance of Think @ater’s product and Opposer’s product, the
possibility of confusion betweehe products, and Think Comptigeprior rights to various
intellectual property claims in connemti with the product named “The Facebook.”

49. On May 16, 2005, Lisa Greenwald-Swire, agtas counsel on behalf of Opposer,
signed a declaration similar oreidtical to the one signed by Sdarker on February 18, 2005.
This declaration contains identical or similar éatdatements as those in the Parker declaration.

50. Oninformation and belief, at the tinitdfiled the application Serial No.
78/574,730, Opposer was in a bidding war v@ttnnectU regarding the domain name
“facebook.com.” Consequently, Ppser filed a petition to malapecial to give it some
leverage in the dispute over the name.

51. Opposer has willfully and intentionally srepresented the nature of its use in
commerce of the mark FACEBOOK. Opposer hdully and intentionally misrepresented the
date of first use in its declaran of use. Opposer has willfulgnd intentionally misrepresented
that it had no knowledge of other uses of the noarkhe dates claimed when in fact it was aware
of use of the mark by Think Computer and nuoosrother third parties and was in fact aware
that the mark is generic when used in connectitih the services identdd in the application..

Opposer has attempted to procure and theendnts registration of the FACEBOOK mark by
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false means and/or by knowingly and willingly making false and/or fraudulent declarations or
representations to the United @&Patent and Trademark Office. Such false statements were
made with the intent to indue@aithorized agents of the Unit&tates Patent and Trademark
Office to grant and then amend3J.Trademark Registration No. 3,122,052.

52. Inview of Opposer’s conduct, Regiation No. 3,122,052 should be cancelled.
Opposer is asserting in this oppims proceeding its fraudulently procured registration as a basis
for denying Applicant the registian it seeks for the mark SHAGBOOK, all to the injury and

damage of Applicant.

Count 3
U.S. Trademark Registration No. 3,801,147 and
U.S. Trademark Registration No. 3,814,888

53.  Applicant incorporates by reference Paegdrs 1-52 above as if fully set forth at
length.

54.  Opposer filed Application Seridlo. 77/039,123 on November 7, 2006. In this
application Opposer soughtgistration of the mark FACEBOK for a number of goods and
services under Section 1(b) of the TradeknAct, including, among others, “electronic
publishing services, namely, publication oftfeaudio, video and gphic works online” in
International Class 41.

55.  On or about December 18, 2009, Opposdedfa Statement of Use in Connection
with Application Serial No77/039,123. This statement of use contains false and misleading
statements made with the intent that suakestent may be relied upon by the United States
Patent and Trademark Office. By way of exde Opposer’'s Statement of Use includes the

following:

For International Class 041:
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Current identification: Electronic plishing services, namely, publishing
of online works of others featuringser-created text, audio, video, and
graphics providing on-line journal:@ web logs featuring user-created
content.

This mark is in use in commerce on in connection with all goods or
services listed in the applicatioor Notice of Allowance or as
subsequently modified for this specific class.

The mark was first used by the appht, or the applicant’s related
company, licensee, or predecessor ip thterest at least as early as
02/00/2004, and first used in commerat least as early as 02/22/2004,
and is now in use in such commerce. The applicant is submitting one
specimen for the class showing therknas used in commerce on or in
connection with any item in the claggnsisting of a(n) The specimen is a
page from Applicant’'s website whichflects use of Applicant’'s mark in
connection with the electronic puliliag of online works of others.

56. The Statement of Use filed by Facebook and signed by Richard Nessary,

Opposer’s Lead Counsel, IP and Cotitpn, included the following Declaration:

Applicant requests registration ofetrabove-identified trademark/service
mark in the United States Patent and Trademark Office on the Principal
Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et
seq., as amended). Applicant is toener of the mark sought to be
registered, and is using the mark soughbe registered, and is using the
mark in commerce on or in connection with the goods/services identified
above, as evidenced by the attacheztspen(s) showing the mark as used

in commerce.

The undersigned, being hereby warned that willful false statements and
the like so made are punishable by fine or imprisonment, or both, under 18
U.S.C. Section 1001, and that such willlfalse statements may jeopardize
the validity of the form oany resulting registration, declares that he/she is
properly authorized to execute this form on behalf of the applicant; he/she
believes the applicant to be the owner of the trademark/service mark
sought to be registered, or, if the form is being filed under 15 U.S.C.
Section 1126 (d) or (e), he/she belieapplicant to be entitled to use such
mark in commerce; to the best of his/her knowledge and belief no other
person, firm, corporation, or assoagtihas the right to use the mark in
commerce, either in the identical fothereof or in such near resemblance
thereto as to be likely, when used or in connectio with the goods
/services of such other person, to @aenfusion, or to cause mistake, or

to deceive; and that all statememisde of his/hepwn knowledge are
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true; and that all statements madardormation and belief are believed to
be true.

57.  Opposer did not providlectronic publishing s@ices, namely, publishing
online works of others featuring user-created...video” beforernkleof February 2004, the date
claimed in the Statement of Use.

58.  An article published on February2)04, in the Harvard Crimson Newspaper

guotes Mark Zuckerberg, Opposer’s Founder. Thelayin listing thefeatures then being
offered, does not include publishing user-creaiddo. The article further indicates, in a
statement attributed to Mr. Zuckerberg, ttieg website thefacebookm did not have the
capability to upload videos.

59.  Opposer did not publish online works of athéaturing user-created video until
sometime well after February of 2004.

60. Opposer did not use the mark FACEBO®O# or in connection with any goods or
services before the end of February 2004.ré&ated company, licensee or predecessor in
interest of Opposer used the mark FACEBOOKooim connection with any goods or services
before the end of February 2004. At thatdj Opposer used the mark THEFACEBOOK.

61. Atthe time Opposer fikits Application Serial No. 77/039,123, and throughout
the United States Patent and Trademark Officegedings related to that application, Opposer
never disclosed to the United States Patent aadefnark Office that others were using the term
“facebook” for related goods and services, sa@finehom continue to do so to this day.

62. Opposer has willfully and intentionally etepresented the nature of its use in
commerce of the mark FACEBOOK. Opposer hdully and intentionally misrepresented the
date of first use in its declarations. Opposer has willfully anatimigally misrepresented that it

had no knowledge of other uses of the mark erdidites claimed when in fact it was aware of
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use of the mark by Think Computer and numerobsrathird parties and vgan fact aware that
the mark is generic when used in connection withservices identified in the application.
Opposer has attempted to procure and theendrts registration of the FACEBOOK mark by
false means and/or by knowingly and willingly making false and/or fraudulent declarations or
representations to the United States Patent and Trademark Office.

63. Opposer misrepresented the mark it wasgjghe nature of its use in commerce
and the date it first used the mark or any margommerce related to the goods and services
covered by Registration No. 3,801,147. Oppostengpted to procure and did procure
Registration No. 3,801,147 by knowingly andlingjly making false and/or fraudulent
declarations or represtations to the PTOnter alia, falsely alleging in connection with its
Application and in its Statement of usapported by the Declaration under 18 U.S.C. § 1001,
that its first use of the FACEBTK mark was in February 200dr the claimed services, when
no such use of the FACEBOOK mark wasdmaintil well after February 2004. These false
statements were made with théeimt to induce authorized agenfshe United States Patent and
Trademark Office to grant Registration No. 3,801,147.

64. On or about April 16, 2010, the Unit&flates Patent and Trademark Office
divided Application SeriaNo. 77/039,123 and assigned Serial No. 77/979,375 to the child
application. The child applitian resulted in the grant éfegistration No. 3,801,147 and the
parent application in the aint of Registration No. 3,814,888.

65. Registration No. 3,814,888 is also taintedhny false statements and fraudulent
conduct of Opposer and its representatiVést registration, lik Registration No. 3,801,147,

should therefore be cancelled.
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66. Opposer is asserting these frauduleptiycured registrations as a basis for
denying Applicant registration &pplicant's SHAGBOOK mark alio the injury and damage of

Applicant.

Count 4
U.S. Trademark Registration No. 3,881,770

67. Applicant incorporates by reference Paggdrs 1-66 above as if fully set forth at
length.

68. Opposer filed Application SeridNo. 78/920,322 on June 29, 2006. In this
application Opposer sought retgation of the mark FACEBOOK f@ variety of services under

Section 1(b) of the Tranark Act, including:

. International Class 03®roviding an online direoty information service
featuring information regarding, amdthe nature of, collegiate life,
general interest, classifieds, vial community, social networking, photo
sharing, and transmission of pbgtaphic images; advertising and
information distribution services, mely, providing classified advertising
space via the global computer netwgskpmoting the goods and services
of others over the Inteet; providing on-line coputer databases and on-
line searchable databases.

) International Class 03&roviding online chatooms and electronic
bulletin boards for registereders for transmission of messages
concerning collegiate life, general ingst, classifieds, virtual community,
social networking, photo sharingnd transmission of photographic
images.

. International Class 04Zomputer services, namely, hosting online web
facilities for others for orgaming and conducting online meetings,
gatherings, and interactive discusspand computer services in the
nature of customized web pageaturing user-defined information,
personal profiles and information.

o International Class 045: Introductiand social networking services.

69. Throughout the course of the prosecntof ApplicationSerial No. 78/920,322

various amendments were made to the description of the services.
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70.  On or about August 4, 2010, Opposer fileBtatement of Use in connection with
Application Serial No. 78/920,322. This StatemneinUse contains false and misleading
statements made with the intent that suakestent be relied upon by the United States Patent
and Trademark Office. By way of example, Opgxts Statement of Use includes the following
recitations:

“For International Class 035:

Current identification: Advertisingral information distribution services,
namely, providing classéd advertising space via the global computer
network; promoting the goods and services of otlomexr the Internet;
providing on-line computer databasasd on-line searchable databases in
the field of classifieds.

The mark is in use in commerce on or in connection with all goods or
services listed in the applicatioor Notice of Allowance or as
subsequently modified for this specific class.

The mark was first used by the appht, or the applicant’s related
company, licensee, or predecessor in interest at least as early as
02/04/2004, and first used in commerat least as dgras 04/00/2004,

and is now in use in such commerce. The applicant is submitting one
specimen for the class showing the mark as used in commerce or in
connection with any item in the g consisting of a(n) page from
Applicant’s website featuring the maakd promoting its advertising and
information distribution services.

For International Class 038:

Current identification: Providing onlenchat rooms and electronic bulletin
boards for registered users foransmission of messages concerning
collegiate life, general interest, askifieds, virtual community, social
networking, photo sharing, and transmission of photographic images;
provision of on-line forums for theansmission of photographic images;
provision of on-line forums for comumications on topics of general
interest.

The mark is in use in commerce on or in connection with all goods or
services listed in the applicatioor Notice of Allowance or as
subsequently modified for this specific class.

The mark was first used by the appht, or the applicant’s related
company, licensee, or predecessor in interest at least as early as
02/04/2004, and first used in commeraeleast as early as 02/04/2004,
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and is now in use in such commerce. The applicant is submitting one
specimen for the class showing therknas used in commerce on or in
connection with any item in the elg consisting of a(n) page from
Applicant’s website promoting its services.

For International Class 041:

Current identification: Providing olme computer databases and on-line
searchable databases in the field collegiate life concerning college
athletics, concerts, entertainment events, art, performing arts, music, dance
and academics; providing on-line computer databases and on-line
searchable databases featuringllegiate student groups concerning
subjects in the fields of academics and entertainment.

The mark is in use in commerce on or in connection with all goods or
services listed in the applicatioor Notice of Allowance or as
subsequently modified for this specific class.

The mark was first used by the appht, or the applicant’s related
company, licensee, or predecessor in interest at least as early as
02/04/2004, and first used in commerat least as dgras 02/04/2004,

and is now in use in such commerce. The applicant is submitting one
specimen for the class showing therknas used in commerce on or in
connection with any item in the elg consisting of a(n) page from
Applicant’s website promoting its services.

For International Class 042:

Current identification: computeservices, namely, hosting online web
facilities for others for organizing and conducting online meetings,
gatherings, and interaee discussions; and computer services in the
nature of customized web pagesaturing user-defed information,
personal profiles and information; cpoter services, maely, creating an
on-line community for registered useis participate indiscussion, get
feedback from their peers, form virtual communities, and engage in social
networking; peer-to browser photoasimg services namely, providing a
website featuring technology enabling users to upload, view and download
digital photos.

The mark is in use in commerce on or in connection with all goods or
services listed in the applicatioor Notice of Allowance or as
subsequently modified for the specific class.

The mark was first used by the appht, or the applicant’s related
company, licensee, or predecessor in interest at least as early as
02/04/2004, and first used in commoerat least as early as 02/04/2004,
and is now in use in such commerce. The applicant is submitting one
specimen for the class showing therknas used in commerce on or in
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connection with any item in the elg consisting of a(n) page from
Applicant’s website prowting its services.

For International Class 045:

Current identification: Internet bagentroduction and social networking
services; providing on-line computelatabases and on-line searchable
databases in the fietaf social networking.

The mark is in use in commerce on or in connection with all goods or
services listed in the applicatioor Notice of Allowance or as
subsequently modified for this specific class.

The mark was first used by the appht, or the applicant’s related
company, licensee, or predecessor in interest at least as early as
02/04/2004, and first used in commerat least as dgras 02/04/2004,

and is now in use in such commerce. The applicant is submitting one
specimen for the class showing therknas used in commerce on or in
connection with any item in the g consisting of a(n) page from
Applicant’s website prowting its services.”

71. The Statement of use filed by Opposed aigned by Michael Richter, Opposer’s
Deputy General Counsel, includy the following Declaration:

“Applicant requests registiian of the above-identified trademark/ service
mark in the United States Patent and Trademark Office on the Principal
Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et
seq., as amended). Applicant is toener of the mark sought to be
registered, and is using the markcommerce on or in connection with the
goods/services identified above, as evidenced by the attached specimen(s)
showing the mark as used in commerce.

The undersigned, being hereby warned that willful false statements and
the like so made are punishable by fine or imprisonment, or both, under 18
U.S.C. Section 1001, and that such willlfalse statements may jeopardize
the validity of the form oany resulting registration, declares that he/she is
properly authorized to execute this form on behalf of the applicant; he/she
believes the applicant to be the owner of the trademark/service mark
sought to be registered; and thdit statements made of his/her own
knowledge are true; and thait statements made on information and belief
are believed to be true.”

72.  Opposer did not use the mark FACEBO®O or in connection with any goods or

services on or before February 4, 2004. At timé, Opposer used the mark THEFACEBOOK.
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73.  No related company, licensee or predecessmiterest of Opposer ever used the
mark FACEBOOK on or in connection with aggods or services on or before February 4,
2004.

74.  Opposer never used the mark FACEBO@Kommerce on or before February 4,
2004. No related company, licensee or predecessateirest of Opposezver used the mark
FACEBOOK in commerce on or before February 4, 2004.

75. At the time Opposer fikits Application Serial No. 78/920,322, and throughout
the USPTO proceedings relatedhat application, Opposer never disclosed to the United States
Patent and Trademark Office in connection whitat application that the mark Opposer was
using on or before February 4, 2004 WaEFACEBOOK rather than FACEBOOK.

76. At the time Opposer fikits Application Serial no. 78/920,322, and throughout
the USPTO proceedings relatedhat application, Opposer never disclosed to the United States
Patent and Trademark Office that others wesiag the term “facebookor related goods and
services, some of whom comtie to do so to this day.

77.  Opposer has willfully and intentionally erepresented the nature of its use in
commerce of the mark FACEBOOK. Opposer hdully and intentionally misrepresented the
date of first use in its declaran of use. Opposer has willfulgnd intentionally misrepresented
that it had no knowledge of other uses of the nearkhe dates claimed whéenfact it was aware
of use of the mark by Think Computer and nuoosrother third parties and was in fact aware
that the mark is generic when used in conneatittin the services identid in the application.
Opposer has attempted to procure and thegndnts registration of the FACEBOOK mark by
false means and/or by knowingly and willingly making false and/or fraudulent declarations or

representations to the United @&Patent and Trademark Office. Such false statements were
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made with the intent to indue@aithorized agents of the Unit&tates Patent and Trademark
Office to grant and then amend3J.Trademark Registration No. 3,881,770.

78.  Opposer misrepresented the mark it wasgjghe nature of its use in commerce
and the date it first used the mark or any markommerce related to the services covered by
Registration No. 3,881,770. Opposer attempteddouype and did procure Registration No.
3,881,770 by knowingly and willingly making fal&ind/or fraudulent declarations or
representations to the United States Patent and Trademark @icalia, falsely alleging in
connection with its Applicatioand in its Statement of Use, supported by a Declaration under 18
U.S.C. Section 1001, that its first use of BFEECEBOOK mark was on February 4, 2004 for the
claimed services, when no such use of th€ EBOOK mark was made until well after February
4, 2004. These false statements were made watintant to induce authorized agents of the
PTO to grand Registration No. 3,881,770.

79.  Opposer is asserting these frauduleptiycured registrations as a basis for
denying Applicant registration &pplicant's SHAGBOOK mark alio the injury and damage of

Applicant.

Count 5
U.S. Trademark Registration No. 3,734,637

80.  Applicant incorporates by reference Paeggurs 1-79 above as if fully set forth at
length.

81. Opposer filed Application SeridNo. 77/189,479 on May 24, 2007. In this
application Opposer sought retgation of the mark FACEBOOK f@ variety of services under
Section 1(b) of the Tranark Act, including:

) International Class 009: Softwarednable uploading, posting, showing,
displaying, tagging, blogging, sharingatherwise providing electronic
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media or information over the Intern@t other communications network.

. International Class 038: Audio andleio broadcasting services over the
Internet or other communicationgtwork, namely, uploading, posting,
showing, displaying, tagging and eflemnically transmitting information,
audio, and video clips; providing asseto information, audio, and video
via websites, online forums, chat rooms, listservs and blogs over the
Internet; providing on-line chat oms and electronic bulletin boards for
transmission of messages among usetise field of general interest.

. International Class 042: Applicati@ervice provider (ASP) featuring
software to enable uploadinggsting, showing, displaying, tagging,
blogging, sharing or otherse providing electronic media or information
over the Internet or otheommunications network.

82.  During the course of the prosecutiminApplication Serial No. 77/189,479 the
description of services in class 38 were amdridehe following: Audio and video broadcasting
services over the Internet or other communicationsar&twmamely, uploading, posting,
showing, displaying, tagging and electronicatinsmitting information, audio, and video clips;
providing on-line chat rooms, listservers, amdline forums for tansmission of messages
among computer users concerning user-defooedent; providing on-line chat rooms and
electronic bulletin boards for tramission of messages among users in the field of general
interest.

83.  On or about November 9, 2009, Opposiedfa Statement of Use in connection
with Application Serial No77/189,479. This Statement of Use contains false and misleading
statements made with the intent that suakestent be relied upon by the United States Patent
and Trademark Office. By way of example, Oppts8tatement of Use states that all of the
services, with the exception of those iasd 9, were being provided under the FACEBOOK
mark at least as early as February of 2004.

84. The Statement of Use filed by Opposeda@igned by Richard Nessary, Opposer’s

Lead Counsel, IP & Competition, stated that “hkdwes applicant to be the owner of the mark
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sought to be registered; and all statemenidenaa his knowledge are true and all statements
made on information and beliafe believed to be true.”

85.  Opposer did not use the mark FACEBO®OK or in connection with any goods or
services on or before February, 2004. At thrae, Opposer used the mark THEFACEBOOK.

86. No related company, licensee or predecessimterest of Opposer ever used the
mark FACEBOOK on or in connection with aggods or services on before February, 2004.

87. Opposer never used the mark FACEBO@Kommerce on or before February,
2004. No related company, licensee or predecassaterest of Opposesver used the mark
FACEBOOK in commerce on or before February, 2004.

88. At the time Opposer fieits Application Serial No. 77/189,479, and throughout
the USPTO proceedings relatedhat application, Opposer never disclosed to the United States
Patent and Trademark Office in connection whitat application that the mark Opposer was
using on or before February 4, 2004 WaEFACEBOOK rather than FACEBOOK.

89. At the time Opposer figkits Application Serial No. 77/189,479, and throughout
the USPTO proceedings relatedhat application, Opposer never disclosed to the United States
Patent and Trademark Office that others wesiag the term “facebooKor related goods and
services, some of whom comtie to do so to this day.

90. On information and belief, Opposer has never used the FACEBOOK mark in
commerce in connection with the sale ny@oods in International Class 9. Rather, on
information and belief, Opposer is using the goods on its own website and facebook.com to
provide services and is nattually selling the software.

91. Opposer has willfully and intentionally srepresented the nature of its use in

commerce of the mark FACEBOOK. Opposer hdully and intentionally misrepresented the
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date of first use in its decldran of use. Opposer has willfulgnd intentionally misrepresented
that it had no knowledge of other uses of the noarkhe dates claimed when in fact it was aware
of use of the mark by Think Computer and numasrother third parties and was in fact aware
that the mark is generic when used in connediiibh the services identdd in the application.
Opposer has attempted to procure its regisimaif the FACEBOOK mark by false means and/or
by knowingly and willingly making false and/or frdulent declarations eepresentations to the
United States Patent and Tradekn@ffice. Such false statements were made with the intent to
induce authorized agents of the United StR&ent and Trademark Office to grant and then
amend U.S. Trademark Registration No. 3,734,637.

92.  Opposer misrepresented the mark it wasgyghe nature of its use in commerce
and the date it first used the mark or any markommerce related to the services covered by
Registration No. 3,734,637. Opposer attempteddowype and did procure Registration No.
3,734,637 by knowingly and willingly making fals&nd/or fraudulent declarations or
representations to the United States Patent and Trademark @iicaia, falsely alleging in
connection with its Applicatioand in its Statement of Use, supported by a Declaration under 18
U.S.C. Section 1001, that its first use of BFEECEBOOK mark was on February 4, 2004 for the
claimed services, when no such use ef FIACEBOOK mark was made until well after
February, 2004. These false statements were mikle¢he intent to inducauthorized agents of
the PTO to grand Registration No. 3,734,637.

93. Opposer is asserting these frauduleptiycured registrations as a basis for
denying Applicant registration &pplicant's SHAGBOOK mark alio the injury and damage of

Applicant.
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94. WHEREFORE, Applicant requests Opposer’s Registration. Nos. 3,041,791;

3,122,052; 3,801,147; 3,814,888, 3,881,770, and 3,734,637 each be cancelled.

Date: July 25, 2011 Respectfully submitted,

By:  /VincentJ.Allen/
Vincent J. Allen
TexadBarNo. 24012209
dlen@cclaw.com
CARSTENS& CAHOON, LLP
13760Noel Road,Suite900
Dallas, Texas 75240
Telephone: (972) 367-2001
Facsimile: (972) 367-2002

ATTORNEYS FOR APPLICANT
SNRGVENTURES LLC
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CERTIFICATE OF SERVICE

| hereby certify that a truand correct copy of the foregoing document has been served
on the following individuals via certifiehail, on this the 25th day of July, 2011

Kathryn D. Robinson Via Certified Mail, RRR
Anne H. Peck

Jeffrey T. Norberg

Gavin L. Charlston

Lori F. Mayall

Cooley LLP

3175 Hanover Street

Palo Alto, CA 94304-1130

Attorneys for Opposer

/Vincent]. Allen/
Vincent J. Allen
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